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REMARKS 

Reconsider* ion and withdraw*. ofthe objections to and the rejections of the application 
arerespectfully requested ,n view ofthe amendments and remarks herewtth, whtch piace the 
application into condition for allowance. 

! ct attts OFTHF n ATMS AND FORMAT, MATTERS. 

been cancelled, wUhout prejudice, ^rt^^^*^^** 
without any intention of creating any estoppel as to equivalents. 
No new matter is added. 

It is submitted that these claims, as originally presented, are patentably distinct over the 
priorartcitedbytheExaminer.andthattheseclaimsareinMUompUancewtththe 

inurements of 35 USC 1 12. Changes to the claims, as presented herein, are not made for the 

the claims as originally presented. 

Specifically, new claim 44 is based on original claim 30. 

Support for daim 45 may be found on page 1 3, lines 1 and 2 ofthe specified. 

Support for claim 46 may be found on page 10, line 2, and page 13, Ime 2, ofthe 

specification. 

Claim 47 is based on claim 31. 
Claim 48 is based on claim 32. 
Claim 49 is based on claim 33. 
Claim 50 is based on claim 39. 
Claim 51 is based on claim 35. 
Claim 52 is based on claim 36. 

Support for claim 53 may be found on page 12, lines 2 and 3, and in ongtnal clatm 36. 

Claims 54, 55 and 56 are based on claim 36. 
Claims 57 and 58 are based on claim 40. 
Claim 59 is based on claim 37. 
Claims 60-68 are based on claim 38. 
Claim 69 is based on claim 41. 
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^^^^^ PT0 

Further th ^ on ^ aKompanymg PT 0 

Examiner's attention is T ^^^^ ^ 97(c), a check is enclosed which covers the 

form 1449. In compliance with 37 C.FK. Jl.^tw. 

reunited fee for entry of Ms Information Disclosure Statement. 

m- THKSECllU g! §n2; first paragraph, because the 

■ ™ 41 have been cancelled, rendering the rejection moot. 

' 


understand how to make and use tne functional ingredient from 

expectation such as rouhne ^ ^ ^ 

experimentation needed to practice me ^ ^ ^ 

undue ^ enm f nt ^ 0 " dete J i ^ tion of what constitutes undue 
experimentation.' The ^ e ™mat.on application of 

experimentation in a given case requi F ofthe 
^of««»^J^!2r n ^S t , i , no , merely 

Xe Son in which the experimentation should 
proceed ... [Citations omitted]. 

F.2d 731, 8 USPQ2d 1400 (Fed. Ci, 1988) For example, (1) the quantity 


• • PATENT 
674509-2028 

^•aUheamountofdirection or guidance presented; (3) the presence or absenceof 
neCeSSaIy,(2) reinvention- ,4) the nature of the invention; (5) .he state of the pnor art; 

'"herefore.pract.cinsthein^ 

■rf in the soecification, which would act to generate an emuls.fier. 

1 »^JL-»^»-^-»--'-- , ''-■*•** 

m »-.^--—'«''-'-'-" o,r -""'" 
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t r 231USPQ 81, 94-95 (Fed. Cir. 1986). Indeed, the Federal 
Monoclonal Antibodies, Inc., 231 U.b.r.y. oi, 

Circuit noted in Hybritech that: 

appnse those stalled n ise ^ the subje ct matter 
clearly definite. 
n?pri Cir 1985)) (emphasis added). 

alsoimpermissibleasamatteroflaw. ^n^231 U.S.P.Q. a 

court can demand more.")- tpd the use of "generated" as indefinite m claims 30, 
Wificallv the Office Action rejected the use ot general 

small compounds, including an emulsrfier, <b) the acUon ^ ^^^^ ^ 


Additionally, the Office Action states that the use of both esterase and p 

actm ty,not allhpaseshavesuch esterase activity, thereby preven.m g hpase frombems 
considered part of the range "esterase." 
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InclatmsJt,; r, ne skilled in the art would be aware that "denvatwe 

Claim 38 was considered indefinite as ins ^ 

Acfionat, AppH^tespeCllyd^ee. ^^^Jo^^ 
, fivwfctuff suitable for consumption comprising an emulsiiier, the pr 

AddifionaUy.theOffice Action — that— •« 

la ying down standards for spreadable fats (Official Joum 
.3,6/2) whichsetsregulat l onsfors P reads(SeeArt 1 elel,seetion2)assetforth 

set of "spreads. , : m iq The Office Action states that the 

The term "foodstuff was allegedly unclear in cla.m39.TheOfi.ee 

, • 1 ernr-resultant-wouldnrakethedaimmoreclearinrneaning. Apphcants 
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preservative, antioxidant, coloring, flavoring and/or viscosity modtfier. 
providedby the Office Action havebeen addressed in the Amendment* the clatm, 
respectfully requested. 

,v T „rrr— "^3S .is r ^107 ^overcom e 

c^olo^^ 

Schneider et al. (WO 92/14830). s , 0 2fMas being 

Claims 30-32, 34-36, 38-39 and 41-43 were rejected under 35 U.S.C. §102(b) being 
a,legedlyanUcipa.edbyVa„DenOuwelande«al.(U.S.Pa.en,No.5,695,802). 

allegedly an p , mder 35 u S C 6102(e) as being allegedly antic.pated by 

Claims30-43wererejectedunder33U.s.i-..si«^ ) 

Michelsenetal.(U.S.Pa«entNo.6,143,543). 

Claims 30-36, 38-39 and 41-43 were rejected under 35 U.S.C. §102(b) 
an ticipa.edbye I «herofMo„reeta,.^0652289)orMcNe,..eta,.(EP0445 692). 

Therejectionsaretraversed.andwillbeaddressedcollecuvely. 

Claims 30 to43havebeen cancelled, rendering fte rejectrons moot. However, as 4e 
n ewc,aimsarebasedouc,aims30,o43,we now set forth arguments as towhythe currently 
pendmg claims are not anticipated by the aforementioned references. 

the clatmed invention. See Levnar Marine Inc. , BanemUc 3 U.S.P^.2d 1766( 
,987) Second the prior ar, must contatn an enabling dtsclosure. See Chester v. Aft/fer 15 
r S Q dm3 1 36(Fe,C,.990,Arefe r encecontainsanenablingdisc,osure 1 fa P e r so n 

reference withhis own knowledge of the art to have placed himse.f in possess of the 
not disclose, suggest or enable Applicants' invention. 


10 


00073421 


PATENT 
674509-2028 


r^nv Schneider et al. involves a method for the production and specific 
■ ,": 0 C— -swhtchcompris es the steps ofmixtns^ro.wtth an 
precrp.tauon of pure 1 monog y ^ ^ page 

thesubstra.es to products have been achteved, the sohd „ , e 
conventional means such as simple filtration or centnfugafion Thrs ' S " 

also pointed out in the Office Action at page 6. 

Thepresentinventionisdirec,edtoaprocessforprepanngafoodsraff.Thetenn 

from the fatty acd ester andasecond functional ingredient ,s generated from the second 
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+ ~ «r„vidp the foodstuff comprising 
■ ♦ am inactivating or denaturing the enzyme to provide the 

claims, the rejection cannot stand. Miche lsen et al. is not available as a 

reference under Sect,o» ,0 e^M, fi ^^ ofttataBrt . W Bc-»a 

assignee, Danisco A/S; to 35 U.S.C. § 10H >• over 

However, it is submitted that the present rnven on n ^ 

that is meaningful to one stalled m the art ^ fr om a 

• j ,t i ^ oVilled artisan would recognize m<u 

since Mtchelsen et al relates to sugar ohgomers. ^ 

„ jge rthatisusefulforprepanngfoodandte ^ Michelse n et al. does not 

.achorsuggestmatmeenz^emavgenerate^emu^ J cidester / 

Tne Office Action aiso states that wheat and com atur y ^ 

^--^^ I^T^ r: t .n E Lp 1 eOo f M 1 che,sene, 
..^productsecondarycompound. OfficeA* 
al „ upon completionofthereactvon, the 

t, ,w the use of a food material comprising fatty aciaesie 

effectsoffreeze-d^ngjheerrzymearetemporarv. 
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— — rr;^^- 

technique used to analyze toe ranaon y section> at 

column 5, lines 4/ to » Wore being subjected to the analytical 

a lu m inacolu m n..,ore m ove...partialglycendes ^^"/^^^ 

. ■ Thus the resultant sample for analysis contains only triglycerides ana 
technique. Thus, the resuiwm y TW fore the only occasion 

when the enzyme is denatured is when constituent, 
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notdiscioseor teach or suggest the .nactivatio no, denaturing of .he e mym e nonhe pres-e of y 
disclose! suggest all e, m ents of the present c.^s, Bering *e ^echon .napp.opnate. 

Consequently, reconsideration and withdrawal of the section 102 rejections ,s 
respectfully requested. 

PIT QUEST FO« INTERVIEW \ 

respectfully requested, ^e Examiner is respectful reauested to contact the understgned to I 
arrange amutually convenient time and manner for such an intervtew. / 


rONfXUSION 

^conduionforallowanc e. P— 

aN oticeof Allowance, are earnestly sohcted. The undersigned looks forward to heanng 
favorably from the Examiner at an early date. 

Respectfully submitted, 

FROMMER LAWRENCE & HAUG LLP 
Attorneys for Applicants 




Thomas J. KowalsKi 
Reg. No. 32,147 
(212) 588-0800 
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